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DETAILED ACTION 

1 . Claims 1 -6, 8, 1 0-1 9 and 22-28 are pending in the application. Claims 7, 9 
and 20-21 are canceled. 

2. The foreign priority document 10 2004 003 143.6, filed in Germany on 
January 21, 2004 was received and acknowledged. However, in order to benefit 
of the earlier filing date, a certified English translation is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

4. Claims 1,6, 13-14, 16, 22 and 24-25 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Okamoto et al. (US Patent 5,284,735). 

With regard to claim 1 , Okamoto et al. disclose a photopolymerizable 
composition useful for forming the photosensitive layer of a photosensitive 
printing plate (column 1, lines 12-15), wherein the photopolymerizable 
composition comprises: 

- a high-molecular compound which is soluble or swellable with a weakly 
alkaline aqueous solution (column 4, lines 1-4), equivalent to the polymeric 
binder (i) of the instant application; 
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- a substituted ethylene compound, represented by the formula (I) below, 
equivalent to the component (ii) of formula (I) of the instant application: 



(I) (compound of formulas (1) in column 4, line 26-column 5, line 35). 

The compounds above are equivalent to the compound of formula (I) of 
the instant application, wherein Z is a heterocyclic spacer, Z 1 is a single bond, 
c=1 , R 1a and R 1b are hydrogen atoms and R 1c is a substituted C6 aryl. 

While the compounds (I) is not disclosed as free-radical polymerizable 
monomer, the compound of formula (I) above is identical to the compound of 
formula (I) of the instant application as shown above and may act as a free- 
radical polymerizable monomer due to the presence of the polymerizable 
ethylenically unsaturated double bond in the molecule. 

- a photoinitiator (column 2, line 63), equivalent to the radiation-sensitive 
initiator for free-radical polymerization (iii) of the instant application. 

When the photopolymerizable composition is used in fabricating a 
photosensitive lithographic plate, the base may be paper, plastic film or metallic 
plate of copper, zinc, aluminum, stainless, steel (column 6, lines 11-15), 
equivalent to the substrate (a) of the instant application. Of these bases, 
particularly desirable are aluminum plates that have been polished and anodized 
(column 6, lines 18-20), equivalent to the treated substrate (a) of the instant 
application. 
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With regard to claim 6, Okamoto et al. further disclose that the 
photopolymerizable composition comprises radical-polymerizable compounds 
without -SH groups (column 2, lines 37-57). 

With regard to claim 13, Okamoto et al. disclose that the photoinintiator 
may be benzoin or benzoin isopropyl ether, equivalent to the initiators which form 
directly radicals upon absorbtion of UV radiation, as disclosed on page 14 of the 
specification of the instant application. 

With regard to claims 14 and 16, Okamoto et al. disclose that the 
photopolymerizable composition may comprises sensitizers, such as 
merocyanines and xanthenes (which are capable of absorbing UV radiation) and 
halogenated compounds, such as halogenated s-triazines (column 3, lines 49- 
54), equivalent to the polyhalogenoalkyl-substituted compounds used as co- 
initiator of the instant application. 

With regard to claim 22, Okamoto et al. further disclose that the 
photosensitive layer formed by the photopolymerizable composition may be 
protected with a releasable clear cover sheet against unfavorable effects of 
oxygen, such as sensitivity drop and deterioration of shelf stability (column 6, 
lines 32-36). 

With regard to claims 24-25, Okamoto et al. disclose a photopolymerizable 
composition useful for forming the photosensitive layer of a photosensitive 
printing plate (column 1, lines 12-15), wherein the photopolymerizable 
composition comprises: 
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- a high-molecular compound which is soluble or swellable with a weakly 
alkaline aqueous solution (column 4, lines 1-4), equivalent to the polymeric 
binder (i) of the instant application; 

- a substituted ethylene compound, represented by the formula (I) below, 
equivalent to the component (ii) of formula (I) of the instant application: 



(I) (compound of formulas (1) in column 4, line 26-column 5, line 35). 

The compounds above are equivalent to the compound of formula (I) of 
the instant application, wherein Z is a heterocyclic spacer, Z 1 is a single bond, 
c=1 , R 1a and R 1b are hydrogen atoms and R 1c is a substituted C 6 aryl. 

While the compounds (I) is not disclosed as free-radical polymerizable 
monomer, the compound of formula (I) above is identical to the compound of 
formula (I) of the instant application as shown above and may act as a free- 
radical polymerizable monomer due to the presence of the polymerizable 
ethylenically unsaturated double bond in the molecule. 

- a photoinitiator (column 2, line 63), equivalent to the radiation-sensitive 
initiator for free-radical polymerization (iii) of the instant application. 

When the photopolymerizable composition is used in fabricating a 
photosensitive lithographic plate, the base may be paper, plastic film or metallic 
plate of copper, zinc, aluminum, stainless, steel (column 6, lines 11-15), 
equivalent to the substrate (a) of the instant application. Of these bases, 
particularly desirable are aluminum plates that have been polished and anodized 
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(column 6, lines 18-20), equivalent to the treated substrate (a) of the instant 
application. 

Okamoto et al. further disclose that the photopolymerizable composition is 
coated on treated aluminum sheets and then dried (column 7, lines 42-45). An 
aqueous solution of polyvinyl alcohol is then applied over the photosensitive layer 
and then dried (column 7, lines 58-61), wherein the polyvinyl alcohol solution 
represents the cover sheet against the unfavorable effects of oxygen (column 6, 
lines 32-41). 

The aluminum sheets having the photopolymerizable coating and the 
polyvinyl alcohol cover sheet applied thereon are exposed to light and then 
developed by immersion into an alkaline solution (column 8, lines 30-43). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

6. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Okamoto et al. (US Patent 5,284,735) in view of Oka et al. (US Pg-Pub 
2002/0020832). 

With regard to claim 15, Okamoto et al. disclose that the 
photopolymerizable composition may comprises sensitizers, such as 
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merocyanines and xanthenes and halogenated compounds, such as 
halogenated s-triazines (column 3, lines 49-54), equivalent to the 
polyhalogenoalkyl-substituted compounds used as co-initiator of the instant 
application as applied to claim 14 (see paragraph 4 of the Office Action) but fail 
to disclose that the sensitizer is selected from 1 ,4-dihydropyridines, oxazoles, 
bisoxazoles, coumarins and metallocenes. 

Oka et al. (US Pg-Pub 2002/0020832) disclose a photosensitive 
composition comprising an alkali soluble compound (A) (par.0082), 
photopolymerizable monomers (C) (par.0122) and photoinitiators (par.0007 and 
par.0171).The composition further comprises photosensitizers, such as 
coumarins and derivatives thereof and merocyanine dyes (par.0127). The 
photosensitive composition may be used for planographic printing plates 
(par.0185). 

Therefore, it would have been obvious to one of ordinary skill in the art to 
use a photosensitizer such as coumarins and derivatives thereof in the 
photopolymerizable composition of Okamoto et al., since coumarins and 
derivatives thereof are functionally equivalent to the merocyanine dyes of 
Okamoto et al., as taught by Oka et al. 

7. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Okamoto et al. (US Patent 5,284,735) in view of Hauck et al. (US Patent 
6,309,792). 



Application/Control Number: 10/586,509 Page 8 

Art Unit: 1774 

With regard to claim 23, Okamoto et al. disclose a a photopolymerizable 
composition useful for forming the photosensitive layer of a photosensitive 
printing plate (column 1, lines 12-15), wherein the photopolymerizable 
composition comprises a high-molecular compound which is soluble or swellable 
with a weakly alkaline aqueous solution (column 4, lines 1-4), a substituted 
ethylene compound, represented by the formula (I) above, equivalent to the 
component (ii) of formula (I) of the instant application and a photoinitiator (column 
2, line 63), as required by claim 1 above (see paragraph 4 of the Office Action). 

Okamoto et al. further disclose that the high-molecular compound which is 
soluble or swellable with a weakly alkaline aqueous solution may be acrylic acid 
copolymers or methacrylic acid copolymers but fail to disclose that the high- 
molecular compound has an acid number > 70 mg KOH/g. 

Hauck disclose a negative printing plate precursor comprising an initiator 
system (column 3, line 26), a polymeric binder (column 4, lines 29-45) and 
unsaturated free radical polymerizable monomers (column 4, line 46). 

Hauck et al. further disclose that the polymeric binders may be acrylic acid 
copolymers or methacrylic acid copolymers. In view of possible problems 
occurring in connection with ink acceptance during the printing process, it is 
preferred that the polymer has an acid number > 70 mg KOH/g (column 4, lines 
29-37). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to use polymeric binder/high-molecular compounds 
having an acid number > 70 mg KOH/g in the composition of Okamoto et al., in 
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order to avoid possible problems occurring in connection with ink acceptance 
during the printing process (Hauck et al., column 4, lines 29-37). 

Allowable Subject Matter 

8. Claims 26-28 are allowed. 

9. Claims 2-5, 8, 10-12 and 17-19 are objected to as being dependent upon 
a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

Response to Arguments 

1 0. Applicant's arguments filed on December 1 7, 2007, with respect to the 
rejection of claims 1 -2, 5-6, 8, 1 0-1 2, 1 7-1 9 and 22-25 under 35 USC 1 03 (a) 
overTimpe et al. (US Pg-Pub 2002/0197564) in view of Kimura et al. (JP 11- 

1 16900) have been fully considered and are persuasive. The rejection has been 
withdrawn. 

Applicant's arguments filed on December 17, 2007, with respect to the 
rejection of claims 1, 13-16 and 24 under 35 USC 103 (a) over Shulz et al. (US 
patent 6,306,555) in view of Zertani et al. (US Patent 5,273,862) and in further 
view of Kimura et al. (JP 1 1-1 16900) have been fully considered and are 
persuasive. The rejection has been withdrawn. 

However, upon reconsideration, new grounds of rejection for claims 1 , 6, 
13-14, 16, 22 and 24-25 are made under 35 USC 102(b) over Okamoto et al. (US 
Patent 5,284,735). 
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New grounds of rejection for claim 15 are made under 35 U.S. C. 103(a) 
over Okamoto et al. (US Patent 5,284,735) in view of Oka et al. (US Pg-Pub 
2002/0020832) 

New grounds of rejection for claim 23 are made under 35 U.S.C. 103(a) 
over Okamoto et al. (US Patent 5,284,735) in view of Hauck et al. (US Patent 
6,309,792). 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to ANCA EOFF whose telephone number is 
(571)272-9810. The examiner can normally be reached on Monday-Friday, 6:30 
AM-4:00 PM, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Alexa Neckel can be reached on 571-272-1446. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
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free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/A. E.I 

Examiner, Art Unit 1795 
/Cynthia H Kelly/ 

Supervisory Patent Examiner, Art Unit 1795 



